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DETAILED ACTION 

1 . The indicated allowability of claims 16-20 is withdrawn in view of the newly 
discovered reference(s) to Kamiyama. Rejections based on the newly cited 
reference(s) follow. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 16-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kamiyama (JP 6-320624, newly cited) and further in view of Nimke (GB 2,181 ,507, of 
record). A machine translation of Kamiyama is provided. 

Kamiyama discloses a pipe rehabilitation method comprising applying liners 4 
and 5 and injecting a chemical reactant or foam grout 3 into the ground (Paragraphs 10 
and 11). In this instance, though, Kamiyama is completely silent with respect to the 
manner in which liners 4, 5 are provided in the branch pipe 2. In any event, the liner 
installation method of the claimed invention represents a well-known and conventional 
installation technique, as shown for example by Nimke. In particular, Nimke discloses a 
method of lining a pipeline comprising forming a coiled resilient member (support), 
inserting said coiled resilient member into an interior annulus of a pipe, releasing a 
tension applied to the support (via adhesive in overlapping areas), and expanding said 
member to contact the inner surface of the pipe, wherein said member has a resting 
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diameter that is greater than the diameter of the pipe (Page 1, Lines 100-125 and Page 

3, Lines 88+). Absent any conclusive showing of unexpected results, one of ordinary 
skill in the art at the time of the invention would have found it obvious to use the well 
known and conventional liner installation technique disclosed by Nimke in the method of 
Kamiyama. It is emphasized that Kamiyama is completely silent with respect to the 
method by which the liner is installed. 

As to claim 17, the method of Kamiyama includes the use of a foam grout 
(polyurethane based) and one of ordinary skill in the art at the time of the invention 
would have recognized such a foam to include closed cell foams as they are consistent 
with foam materials used in the industry, there being no conclusive showing of 
unexpected results to establish a criticality for a closed cell foam. 

Regarding claim 18, the foam grout of Kamiyama functions in the same capacity 
as that of the reactant in the claimed invention. 

With respect to claim 19, the foam grout of Kamiyama is a polyurethane. 

As to claim 20, the expandable support or pipe liner 4 restricts the flow of foam 
grout into the main pipe. 

4. Claims 30-32, and 46-49 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kamiyama and further in view of Strand (US 4,768,562, of record) 
and Nimke. 

Kamiyama discloses a pipe rehabilitation method comprising applying liners 4 
and 5 and injecting a chemical reactant or foam grout 3 into the ground (Paragraphs 10 
and 1 1 ). In this instance, though, Kamiyama is completely silent with respect to the 
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manner in which liners 4, 5 are provided in the branch pipe 2. In any event, the liner 
installation method of the claimed invention represents a well-known and conventional 
installation technique, as shown for example by Strand. In particular, Strand teaches a 
pipe relining method comprising forming a coilable and expandable support or pipe 
liner, coiling said support, inserting said support into an interior annulus of a pipe, 
releasing a tension applied to said support (due to initial heating), and expanding said 
support against the wall of the pipe (Column 2, Lines 25-40 and Lines 54+). In regards 
to the diameter of the support in a relaxed state, Strand teaches that the outer diameter 
of the support is "substantially equal" to the inner diameter of the pipe (Column 2, Lines 
25-32). This language would have been recognized as including embodiments in. which 
the support has a diameter that is slightly less than and greater than the pipe diameter, 
wherein each of these embodiments are well recognized in the pipe lining industry. 
Nimke expressly evidences the well known use of similar, coilable pipe liners having 
relaxed diameters greater than the associated pipe diameter. Absent any conclusive 
showing of unexpected results, one of ordinary skill in the art at the time of the invention 
would have found it obvious to form the support with a larger diameter than the pipe. 

Furthermore, in regards to inserting the support into the pipe in a coiled state, 
Strand does teach that the support is coiled fro storage and transportation (Column 1 , 
Lines 45-51 ). While it is unclear if the support or liner is installed in this coiled state, it is 
well know to position liners within pipes in such a manner, as shown for example by 
Nimke. McGuire and Weickmann additionally evidence the recognized technique in 
which the liner is inserted into the pipe in a deformed state. Thus, one of ordinary skill 
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in the art at the time of the invention would have found it obvious to position the support 
or liner of Strand within the pipe in a coiled state as it is consistent with the common 
technique in the pipe lining industry. It is emphasized that the liner of Strand is formed 
into a coiled state but it is unclear if the liner is positioned within the pipe in this state- in 
view of the above noted references, though, the formation of a coiled liner would have 
been well within the purview of one of ordinary skill in the art at the time of the invention. 
It is noted that such a coiling technique is seen to constitute a "tension winding" step as 
required by claims 30-33. 

Furthermore, in regards to claim 30, the liner of Strand includes a fiber lattice that 
is impregnated with a thermoset or thermoplastic resin, wherein said resin is partially 
cured or B-staged (Column 2, Lines 25-66)- complete cure of the liner occurs after the 
liner is positioned in the existing pipe(s) (Column 3, Lines 5-15). 

As to claims 31 and 32, Strand teaches a method in which electrically conductive 
fibers (e.g. conductive fibers) are included in the liner or support and electrical current, 
from a power source, is directed through said fibers (Column 2, Lines 35-45 and 
Column 3, Lines 1-10). The reference expressly states that the heat is formed by 
electrical resistance heating (Column 3, Lines 1-5). 

As to claims 45 and 48, the foam grout of Kamiyama is a polyurethane. 

With respect to claims 46 and 49, the polyurethane foam grout of Kamiyama 
includes a thermosetting resin (Paragraph 1 1 of machine translation). While the 
reference fails to expressly suggest the use of an epoxy resin, epoxy resin represents 
one of the most common, if not the most common, thermosetting resins in a wide variety 
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of industries, including the pipe lining industry. Absent any conclusive showing of 
unexpected results, one of ordinary skill in the art at the time of the invention would 
have found it obvious to include an epoxy resin in the polyurethane foam grout of 
Kamiyama. 

5. Claim 33 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kamiyama, Strand, and Nimke as applied in claim 30 above and further in view of either 
one of JP 1-221222 or JP 04147834. In describing the "thermally responsive material", 
Strand generally suggests the use of a polymerizable resin 18, such as a thermoplastic 
or thermoset resin (Column 2, Lines 30-35). While the reference fails to expressly 
suggest the use of an ester, esters constitute well-known and conventional 
thermosetting resins that are commonly used in the pipe lining industry, as shown for 
example by JP '222 and JP '834. Absent any conclusive showing of unexpected 
results, one of ordinary skill in the art at the time of the invention would have found it 
obvious any of the well known and conventional resins as each of them is suitable for 
pipe relining methods. 

Response to Arguments 

6. Applicant's arguments with respect to claims 16-20, 30-33, and 45-49 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Justin R. Fischer whose telephone number is (571) 
272-1215. The examiner can normally be reached on M-F (7:30-4:00). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on (571) 272-1226. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system.. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Justin Fischer 



May 23, 2006 



